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Certificate of Malling/TransmissioD (37 C.F.R. § 1.8(a)): 



^ ' "^'^J that this paper and all enclosu^ ^ being sent via fecsinrile on the date indicated below to the attention of 
\ _ airacsimueiso. at a.nL>^,m. ^ 



Name of Person Certifying: 
Printed Name: Nancy Mine" 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



T; J?°^'^tal. Assignee: Genencor International, Inc. S 

Filing Date: November 9, 1999 Examiner: Patterson, C 

SenalNo.: 09/436,513 Group Art Unit: 1652 

Title: Chemically Modified Mutant Serine Hydrolases Show Improved Catalytic Activitv 
And Chiral Selectivity 
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NOTE: 



Note: 



Assistant Commissioner for Patents 
^hington, D.C. 20231 

AMENDMENT, PETITION AND FEE TO DELETE AND/OR 
ADD TO ORIGINAL ERRONEOUSLY NAMED OR NOT NAMED 
INVENTOR(S) IN NONPROVISIONAL APPLICATION-DECLARATION 

(37 C.F.R. § L48(a)) 

"If the inventive entity is set forth in error in an executed § 1.63 oath or declaration in a nonprovisional 
application, and such error arose without any deceptive intention of the part of the person named as an 
inventor in error or on the part of the person who through error was not named as an inventor the 
7ZZ'rl^n7tTKfrS(a/^ «/'/'/'Cflfto. may be amended to name only the actual inventor or 

37 C.F.R. § 1. 48(f) states: "if the correct inventor or inventors are not named onfllinz a 

"onprovuional application under §L53(b) without an executed oath or declaration under § 1 63 the 
later submission of an executed oath or declaration under § 1.63 during the pendency of the application 
will act to correct the earlier identification of inventorship. 

"(2) If the correct inventor or inventors are not named on filing a provisional application without a 
cover sheet under § 1.51(c)(1). the later submission of a cover sheet under § 1. 5 f (c)(1) during the 
pendency of the application will act to correct the earlier identification of inventorship. " 

1 . This amendment and petition is to correct the incorrect original naming of inventors in the 
mlvlhZ^Tlm^^'^' ^ ' '"^^^"^ ''^ ^""^^ '"'^ ^''"'^ °" ^'""""^ ^'"""'y 29, 2001 

2. Addition and/or Deletion of Inventor 

@ Add the following previously unnamed person as inventor of this application: 

04/17/2002 CNGUYDI 00000036 501193 09436513 Richard C. Lloyd 

SiiE- 130.00 CH 

02,-rerftr^ 92o.€o-eH^ 
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□ Delete the following previously incorrectly named inventor(s) 



3. Attachments 
Attached is 

(a) A statement from: (check items below that apply) 

S each person being added as an inventor that the error in inventorship occurred without 
deceptive intention on his or her part. 37 C.F.R. § 1.48(a)(1). 

□ each person being deleted as an inventor that the error in inventorship occurred without 
deceptive mtention on his or her part. 37 C.F.R. § 1.48(a)(1). 

ifTlTl'T. ^^""^ inventor(s) as required by 37 C.F.R. § 1 .63 (or as permitted by 

§§ 1.42, 1.43, OR 1.47), 37 C.F.R. § 1.48(a)(2). 

7??/ v^f ^""^ assignee (if any of the original inventors executed an assignment) 37 C.F.R. 
1.48(a)(5) 

(d) (check the following item, if all the inventor(s) remaining after this petition and amendment is accepted are 
not the tnventor(s) of the subject matter of all the claim(s) now being claimed.) 

□ Attached is an explanation of the facts, including the ownership of all the claim(s) being 
c aimed in this application, including the ownership of all the claim(s) at the time the last 
claimed invention was made Peclaration of Inventorship and Common Ownership of 
Claims in Application). 

4. Fee Payment (37 C.F.R. § 1.17(i)-$ 130.00) 

The fee required is paid as follows: 

□ Attached is □ check □ money order in the amount of $ 



Authorization is hereby made to charge the amount of $130.00 
E To Deposit Account No. 50-1193 

□ to Credit card as shown on the attached credit card information authorization form 
PTO-2038. 

WARNING: Credit card information should not be included on this form as it may become public, 
m Charge any additional fees required by this paper or credit any oveipayment in the manner 



authorized above 
A duplicate of this paper is attached. 

Date: April 3, 2002 
Customer No.: 23639 

McCutchen, Doyle, Brown & Enersen, LLP 
Three Embarcadero Center, 18**^ Floor 
San Francisco, CA 94111 
Tel. No.: (415)393-2651 
Fax. No.: (415)393-2286 



Michael J. Shuster,^.D. 



Reg. No. 41,310 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 




Applicant: Jones etal. Assignee: Genencor International, Inc. 

Filing Date: November 9, 1999 Examiner: Patterson, C 

Serial No.: 09/436,513 Group Art Unit: 1652 

Chemically Modified Mutant Serine Hydrolases Show 
Improved Catalytic Activity And Chiral Selectivity 



DECLARATION OF J. BRYAN JONES AND RICHARD C. LLOYD 
VJ^DER IN RE KATZ6S7 F.2D 450, 214 USPQ 14 (CCPA 1982) 



Assistant Commissioner for Patents 
Washington, D.C. 20231 



Sir: 

J. Bryan Jones, and Richard C. Lloyd hereby declare as follows: 

1 . We are inventors of the invention described in the above application. 

2. We are co-authors of the publication attached to this Declaration as 
Exhibit A, Davis, et al. (C3) "Controlled Site-Selective Glycosylation of Proteins by a Combined 
Site-Directed Mutagenesis and Chemical Modification Approach," J: Org. Chem. 63:5265-5266 
(1998), which describes our own work. Our co-author is Benjamin G. Davis. 

3. We are the inventors of any subject matter disclosed in the J. Org. Chem. 
article and claimed in the above patent application. Benjamin G. Davis was working under the 
direction of J. Bryan Jones. The work described in the J. Org. Chem. publication that was 
contributed to by Benjamin G. Davis did not rise to the level of inventorship in the above- 
identified application. 

4. J . Bryan Jones is a co-author of the pubUcation attached to this 
Declaration as Exhibit B, DeSantis, et al. (C4) "Site-Directed Mutagenesis Combined with 
Chemical Modification as a Strategy for Altering the Specificity of the Si and S/ Pockets of 
Subtihsin Bacillus lentus, ''Biochemistry 37:5968-5973 (1998), which describes my own work. 
His co-authors are Grace DeSantis, Per Berglund, Michele R. Stabile, and Marvin Gold. 

5. J. Bryan Jones is the inventor of any subject matter disclosed in the 
Biochemistry article and claimed in the above patent application. Grace DeSantis, Per Berglund, 
Michele R. Stabile, and Marvin Gold were working under the direction of J. Bryan Jones. The ' 
work described in the Biochemistry pubUcation that was contributed to by Grace DeSantis, Per 
Berglund, Michele R. Stabile, and Marvin Gold did not rise to the level of inventorship in the 
above-identified application. 
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Apphcniion Slt. No. 09/436,513 
Aiiorncy Dot'kcl No. 23ri2:^7043 
Inventor*:: Jones ct al. 



6- VVc arc Iruc inventors of the subject wrMcv elaimecl in I J.S. I'atenI 
A)>pliea!ion Serial No. 09/436,513. 

7. Wc fnrlhcr declare that all stittcmenls nnule iRMvin cl our own knowledge 
;»rc tnie and all siaiements made on information and belief aiv believal u> he trtie; and Aiiiher 
ihat tlie.se sialernents were made with the knowledge thai w iliriil lalse .siatenienis and the like so 
made aie punl.'sbabic by fine or iniprisonment, or both, uiidei Seelion 1 00 1 olTille 18 of the 
I :nited Siaie.N ('Otic and iba( sueh willful false statements ma> ii*(»paKli/e the validity of the 
application or any patent issued ihcrcon. 




Date: 



Richard I loyd 
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Application Sen No. 09/436,5 13 
Attorney Docket No. 23623-7043 
Inventors; Jones etal. 

6. We are true inventors of the subject matter claimed in U.S Patent 
Application Serial No. 09/436,513. 

7. We further declare that all statements made herein of our own knowledge 
are true and all statements made on infonnation and belief are believed to be tme- and further 
that these statements were made with the knowledge that willful false statements 'and the like so 
made are pumshabie by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 



Date: 



J- Biyan Jones 

Date: 2.-^ Mfll/cU. 7.oc/2_. 
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In The Uni ted States Patent And Trademark Offjc ^ ^ 



Jones, J. Bryan; Dickman, Michael; Lloyd, Richard C. 
Genencor International Inc. 



Serial No.: 
Examiner: 
Docket No. 



Covalent Modification of Subtilisin Bacillus Lentus Cysteine Mut ^ 
with Enantiomerically Pure Chiral Auxiliaries causes Remarkable 
Changes in Activity 

09/436,513 Filing Date: November 9, 1999 



Charles L. Patterson, Jr. 
M-9066 US 



Group Art Unit: 1652 



-2. 



San Jose, California 



COMMISSIONER FOR PATENTS 
Washington, D. C. 20231 



STATEMENT OF DR. RICHARD C. LLOYD 



Dear Sir: 



I am being added as an inventor on the above referenced application. The error in 
inventorship occurred without deceptive intent on my part. 



Date: H f^S<CiJ/^<Ly "Zoo^ 



RictTSJcTLloyd 



LAW OmCES OF 
SKJERVEN MORRILL 
MACPIIERSONLLr 

23 METRO DRIVE 
SUITE 700 
SAN JOSE. CA 93110 

(403)453-9200 
FAX (403) 453-7979 
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Certificate of Mailing/Transmission (37 C.F.R. § 1.8(a)): " 

L^l^Zl^^, ^'^-^ ^ ' ! ''""^^ "^^ ^' enclosures are being deposited witli the United States Postal Service as fiia class mail on the 

date indicated below in an envelope addressed to the Assistant Commissioner for Patenu, Washington D.C. 20231. 

Ei^n^""' '° " ' ' I "•""^^ '^"S sent via facsimile on the date indicated below to the atJention of 
examiner _ at Facsmiile No. at ajnTp.m. 

D«ed: (KpAiJ 3 ?nn:) Name of Person Certifying: ^ gUA (aj\ V-Wa-^ 

Primed Name: Nancy Hine' \ 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Jones etal. Assignee: The Governing Council of the 

. University of Toronto 

Filing Date: November 9, 1999 Examiner: Patterson C 

Serial No.: 09/436,513 Group Art Unit: 1652 

Title: Chemically Modified Mutant Serine Hydrolases Show Improved Catalytic Activity And 
Chiral Selectivity 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

CONSENT OF ASSIGNEE TO CHANGE OF 
INVENTORSfflP IN PATENT (37 C.F.R., § 1.48(a)(3)) 

The Governing Council Of The University Of Toronto owner by assignments of the above patent, 

13 in the assignments being recorded concurrently herewith, 

□ in the assignment recorded in the FIG on 

hereby consents to the amendment of the inventorship of this patent as requested 
S in the accompanying papers. 

□ in the papers mailed to the PTO on 

m Attached is a STATEMENT UNDER 37 C.F.R., § 3.73(b) establishing the right 
of the assignee to take action in this case. 

DATE: -im(^(>\a-l| THE GOVERNING COUNCIL OF THE 

UNIVERSITY OF TORONTO 



Bv: i 



Peter B. Munsche, 

Assistant Vice President, 

Technology Transfer, University of Toronto 
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